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.-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )£3 Responsive to communication(s) filed on 23 September 2003 . 
2a)D This action is FINAL. 2b)E] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-53 and 65-96 is/are pending in the application. 

4a) Of the above claim(s) 3.6.8.10-53,65-88 and 91-96 is/are withdrawn from consideration. 

5) |EI Claim(s) 2.4.5.7 and 9 is/are allowed. 

6) [X] Claim(s) 1.53.89 and 90 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52.. 

Priority under 35 U.S.C. § 119 

12)E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)M None of: 

1 .□ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No 



3.[x] Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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4) 0 Interview Summary (PTO-413) 
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5) □ Notice of Informal Patent Application (PTO-152) 
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Priority 

Applicant is advised that, as far as can be ascertained, copies of Applicant's 
foreign priority documents have not been received in the U.S. Patent Office from the 
International Bureau perhaps due to the substantial number of documents involved. 
The Examiner will investigate this matter further and update Applicant as to what has 
been learned in a subsequent correspondence. 

Election/Restrictions 

Previously, the Examiner restricted the following groups under the rationale that 
they failed to form a single general inventive concept under PCT Rule 13.1 . 

Group I: claims 1-27, 53, and 89-94 

Group II: claims 28-52 and 65-68 

It was reasoned that the inventions disclosed in these groups are related only 
inasmuch as they contain as at least one ingredient of the compositions a silane- 
functionalized polymer. Further, the Examiner argued that whereas the polymers of 
group I would inherently possess ethylenic unsaturation due to the manner in which 
they are prepared, those of group II are required to be devoid of said unsaturated group. 
Indeed, it is only presently appreciated that the organic polymer (z) shared by all of the 
claims categorized into group II is not even necessarily a polyolefin further 
distinguishing the compositions of group I from those of group II. 

Applicant has, in their response, offered only a generic argument stating that a 
comprehensive search of the compositions making up group I would inevitably lead to 
the discovery of any references germane to group II. The Examiner disagrees for at 
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least the reasons mentioned supra. The restriction requirement is still deemed proper 
and is therefore made FINAL. 

Additionally, Applicant has offered no specific arguments against the species of 
election requirement set forth in the Examiner's last correspondence. The validity of 
said requirement has been re-evaluated and appears to be appropriate and consistent 
with international rules pertaining to the restriction of claims. Accordingly, prosecution 
will initially proceed with a patentability determination of claims 1-2, 4-5, 7, 9, 53, 89, 
and 90. Applicant is advised that, should the claims associated with their election be 
deemed patentable, prosecution will continue with the examination of additional species 
related to the inventions of group I only. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 53, 89, and 90 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Nakamura et al., WO 01/07490. U.S. Patent # 6,608,144, which is based on the 
national stage filing of the aforementioned PCT document, is being used for translation 
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purposes. It is noted that each of claims 53, 89, and 90 disclose precisely the same 
polymer and differ only in their recitation of a different intended use. That is, whereas 
claim 53 contemplates the utilization of the claimed polymer as a material for 
manufacturing electronic, devices, transportation machines, etc., claim 90 discloses its 
utilization as a sealant or coating material for surfaces other than the exteriors of 
vehicles. 

Whatever the intended use, Section 21 12.02 of the MPEP provides direction as 
to how phrases such as this are to be treated: "[i]f the body of a claim fully and 
intrinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than 
any distinct definition of any of the claimed invention's limitations, then the preamble is 
not considered a limitation and is of no significance to claim construction. Pitney Bowes, 
Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 
1999). See also Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 
1997) ("where a patentee defines a structurally complete invention in the claim body 
and uses the preamble only to state a purpose or intended use for the invention, the 
preamble is not a claim limitation"); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 
480-81 (preamble is not a limitation where claim is directed to a product and the 
preamble merely recites a property inherent in an old product defined by the remainder 
of the claim). In view of these rulings, Applicant's statements directed to intended use 
are not assessed patentable weight hence each of these claims effectively claims a 
polyolefin having specific structural attributes. (It is appreciated that the intended use 
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recitation of claim 53 does not appear in the preamble but its location within the claim is 
of no consequence.) 

Inasmuch as Nakamura et al. describe precisely the same polymer under the 
heading "Disclosure of the Invention" as is claimed in each of claims 53, 89, and 90, 
these claims are fully anticipated by the reference. 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP § 201.15. 

Claims 1 , 53, 89, and 90 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kresge et al., U.S. Patent # 3,503,943. Kresge discloses a silane- 
derivatized polymer wherein the preferred polymer is an ethylene-propylene-non- 
conjugated diene copolymer. Relevant to the present discussion, 5-methylene 
norbornene is mentioned as exemplary of the non-conjugated olefins. The source of 
hydrolyzable silicon is mentioned in column 2, lines 16-44. 

Admittedly, Kresge employs a different synthetic strategy than that exploited by 
Applicants in preparing the silane-functionalized terpolymers presently claimed (free 
radical grafting as opposed to hydrosilylation). Nonetheless, the claim only requires that 
the polymer (i) has units derived from ethylene, an alpha-olefin, and a 5- 
(terminal) alkenyl norbornene or 5-methylene norbornene and (ii) the polymer has a 
moiety corresponding to the formula SiR a X 3 -a, wherein definitions of X and R are set 
forth in the claims. Clearly, these limitations are both satisfied. 
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As for claim 1 , Kresge mentions the incorporation of diisodecylphthalate, an 
ester, as a processing oil (column 3, lines 7-1 1 ). All organic esters are hydrolyzable, 
particularly under highly acidic/basic conditions. Therefore, claim 1 is also anticipated. 

Allowable Subject Matter 

Claim 2 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Claims 4-5, 7, and 9 are allowed. Neither of the 
references cited supra teach the additional compound having a hydrolyzable silicon 
moiety. 

Jackson et al., U.S. patent # 6,468,583 is cited as being of interest for their 
disclosure (claim 5) of numerous possible silane-modified olefin copolymers. In the 
Examiner's view, the list of possible polymers that may be derived from the recited list is 
sufficiently large so as to not meet the burden of an anticipatory reference. Further, the 
Examiner could concieve of no reason why it would have been obvous to select for 
example, ethylene, propylene, and methylene norbornene from the various 
combinations available. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 



Application/Control Number: 10/070,507 



Page 7 



Art Unit: 1712 

number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
February 9, 2004 




yftRGARET G. MOORE 
PRIMARY EXAMINER 



